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DETAILED ACTION 

Claims 21-26 are currently presented and have been 
examined. 

It is noted for the record that a new Examiner has been 
assigned to this case. Any future correspondence regarding this 
case should be directed to the Examiner listed below. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 21 
December 2006 has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 21-26 have 
been considered but are moot in view of the new ground (s) of 
rejection. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 3 5 
U.S.C. 112: 
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The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 21-26' are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description 
requirement. The claim (s) contains subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. 

An objective standard for determining compliance with the 
written description requirement is, " does the description 
clearly allow persons of ordinary skill in the art to recognize 
that he or she invented what is claimed ." In re Gosteli, 872 
F.2d 1008, 1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989). Under 
Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 
1111, 1117 (Fed. Cir. 1991), to satisfy the written description 
requirement, an applicant must convey with reasonable clarity to 
those skilled in the art that, as of the filing date sought, he 
or she was in possession of the invention, and that the 
invention, in that context, is whatever is now claimed. See also 
MPEP 2163.02. 

Page 6 of the specification discloses: 
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"4a) On the calling leg, the VoIP gateway acts like an 
answering modem in Phase 1 but begins with a local truncated 
V.34 Phase 1 negotiation . Phase 1 negotiation is continued by 
the gateway at the point subsequent to generation of the ANSam 
signal (i.e. the gateway need not generate any additional ANSam 
tones) . The gateway awaits two additional CMs from the 
originating modem (e.g. the client machine C modem, in this 
example) . When two additional identical CMs are received, the 
calling-leg gateway proceeds with the rest of V.34 Phase 1 and 
subsequent physical layer startup as usual (i.e. as specified in 
the V.8 standard) . 

Step 4a, including determining which leg gateway 18 is in, 
is illustrated in Fig. 2 at 400 and 400a. 

4b) On the called leg, the VoIP gateway acts like an 
originating modem in Phase 1 but begins with a local truncated 
V.34 Phase 1 negotiation . Phase 1 negotiation is continued by 
the gateway at the point subsequent to generation of CM since 
the answering modem (e.g. the server machine S modem, in this 
example) already has generated ANSam. Thus, the called-leg 
gateway begins generating at least two identical CMs immediately 
and proceeds with the rest of Phase 1 and subsequent physical 
layer startup as usual (i.e. as specified in the V.8 standard)." 
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In view of the specification, the specification does not 
describe with reasonable clarity what particular steps or 
functionality is associated with a "local truncated V.34 Phase 1 
negotiation" . Specifically, it is not described in the 
specification what constitutes a "truncated" V.34 Phase 1 
negotiation as opposed to the full negotiation steps as argued 
by the Applicant in the currently filed response and what is 
known to those skilled in the art. One of ordinary skill would 
not have clearly recognized the Applicant has invented such 
"truncated" negotiation, therefore, claims 21-236 fail to comply 
with the written description requirement under 3 5 USC 112, 1 st 
paragraph . 

Claims 21-26 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. 
The claim (s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Claims 21-26 recite the limitation "wherein the negotiation 
is a truncated, V.34 Phase 1 negotiation". This limitation. is 
not described in the specification in order to enable one 
skilled in the art to make and/or use the invention. 
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Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is 571-272-3 918. The 
examiner can normally be reached ori Monday-Friday 9am-5 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley, can be 
reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is. available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-10 00. 
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